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DETAILED ACTION 

Applicants amendments to the claims filed 09/23/2008 have been entered. Any 
objection/rejection from the previous office action filed 05/23/2008 not addressed below 
has been withdrawn. 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
09/23/2008 has been entered. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 32,36-37,39,43-46,50-53,56-57,59 and 61-65 rejected under 35 
U.S.C. 102(e) as being anticipated by Porter (US 2002/0165583 A1), for the reasons set 
forth in the previous office actions filed 1 1/14/2007 and 05/23/2008. 
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Response to Arguments 

Applicant's arguments filed 09/23/2008 have been fully considered but they are 
not persuasive. Applicants assert that Porter fails to describe a polyurethane dissolved 
in a solvent or capable of solidifying upon separation from the solvent. Instead 
applicants argue Porter only refers to polyurethane in terms of its prepolymer 
components. Applicants further assert that the polyurethanes of Porter are limited to 
solid materials, polymerized from prepolymers then crosslinked. Thus applicants argue 
that the claimed invention is distinguished form the formation of polyurethane from liquid 
pre-polymers. Applicants also assert that Porter does not teach a composition which will 
not stick to vessel walls. 

The examiner respectfully disagrees with the above assertions by applicants. 
Porter clearly states that one embodiment includes a composition that contains a 
polymer dissolved in a solvent. See [0087]-[0088]. These compositions as stated by 
Porter are well known in the art as detailed previously within the same reference. Porter 
did recite the use of polyurethanes as a material useful in embolization of a vascular 
site, thus one of ordinary skill in the art would have readily envisaged applicants claimed 
dissolved polyurethane from the teachings of Porter. Furthermore it is noted by the 
examiner that applicants are apparently taking the position that a prepolymer of 
polyurethane formed from smaller chains of polyurethane would not read on their 
claimed invention, however it is noted by the examiner that a prepolymer is still a 
polymer. Applicants have not limited the MW of the polyurethane at least within the 
independent claims to exclude a small polymer or even an oligomer of urethane such as 
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the prepolymers of Porter. In regards to applicants functional recitation that the intended 
use for the composition does not adhere to vessel walls is also not found persuasive. 
Since the composition of Porter is within the scope of applicants claimed invention it is 
inherent that the same composition will have the same properties. 

Claims 32,36,43-46,50,56-57,59-62 and 65-65 rejected under 35 U.S.C. 102(b) 
as being anticipated by Evans et al. (US 5,702,361, cited by applicants). 

Evans teaches a method for treating vascular lesions with a non-particular agent 
and an embolizing composition comprising a biocompatible polymer or pre-polymer 
(including polyurethane), a biocompatible solvent (preferably DMSO) and a contrast 
agent (including tantalum, tantalum oxide, barium sulfate and tungsten). See abstract, 
col 5 lin 23-col 6 lin 64, col 7 lin 57-65 and claims 1 ,23 and 5. Upon contact with the 
blood the biocompatible solvent would dissipate from the embolic composition 
whereupon the biocompatible polymer would precipitate. Evans also teaches kits 
containing the embolic composition and the reference specifically recited delivery by 
catheter. See col 4 lin 54-62 and col 4 lin 11 -46. 

Claims 32,36,43-46,50,56-57,59-62 and 65-65 rejected under 35 U.S.C. 102(e) 
as being anticipated by Evans et al. (US 6,342,202, cited by applicants). 

Evans teaches compositions for embolizing blood vessels which comprise a 
polymer (including polyurethane and urethane/carbonate copolymers), a biocompatible 
solvent (including preferably DMSO) and a contrast agent (including taltlum, tantalum 
oxide and barium sulfate). See abstract, col 3 lin 41 -col 4 lin 10. The polymer was 
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selected to be soluble in the biocompatible solvent, easy to deliver (e.g. low viscosity) 
via catheter or syringe, be compatible with the contrast agent and the resulting 
precipitate should form a well defined coherent mass. See col 2 lin 34-45. When 
introduced to a vascular site the biocompatible solvent would diffuse into the blood and 
a solid precipitate would form. See col 6 lin 21-25. It is noted in the examples that table 
1 showed that DMSO was incapable of solvating polyurethane, however the copolymer 
poly(carbonate-urethane) still reads on applicants claimed polyurethane polymer since 
the claim in no way suggest the polymer is a homopolymer, thus a copolymer containing 
polyurethane would anticipate the claimed invention. 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 32,36-46,50-57,59-65 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Porter (US 2002/01 65583 A1 ), for the reasons set forth in the 
previous office actions filed 1 1/14/2007 and 05/23/2008. 

Applicants reiterate their arguments above in that Porter does not teach a 
polyurethane polymer dissolved in a solvent. Applicants also argue that Porter requires 
anchoring of the polymer to the blood vessel wall. 

For the reasons stated above the examiner disagrees with the above assertion 
by applicants in that Porter does disclose polyurethanes for use in the embolization 
compositions. Regarding the passages within Porter on anchoring, the examiner does 
not see this as being the same as sticking such as by an adhesive to a vessel wall, 
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instead anchoring means to fixate or fasten which could be done by a myriad of different 
techniques (blocking or plugging a passage for instance) that would not necessarily 
involve sticking. 

Conclusion 

No claims are allowed. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to James W. Rogers, Ph.D. 
whose telephone number is (571 ) 272-7838. The examiner can normally be reached on 
9:30-6:00, M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mike Hartley can be reached on (571) 272-0616. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/Michael G. Hartley/ 

Supervisory Patent Examiner, Art Unit 1618 



